-^/0872005 17:48 FAX 202 824 3001 BANNER & WITCOFF ©003/005 




Tuesday, 

September 21, 2004 




Part n 

Department of 
Commerce 

Patent and Tradeoaark Office 

37 CFR Parts 1, 5, 10, 4l, and 104 
Changes To Support Implementation of 
tlie United States Patent and Trademark 
QfiBce 2l8t Centuy Stratqic Flani Final 
Bute 



PAGE 3/5' RCVDAT 718/2005 5:47:07 PM (Eastern Dayfigttt rime]' SVilUSPTOfFXRF-^^ 824 3001 ' DURATION (inffl-ss):02-22 



-Cr7V08'/2005 17:48 FAX 202 824 3001 



BANNER & VITCOFF 



1004/005 



Feiiera] Rsgisto/VoL 69, No. 182 / Tuesday, September 21, 2004 /Rules and Regulations S6521 



blanket exo^ptiQo for teissue 
applications. Regardless of when the 
reissue application was filed, applica^ 
is not lequired to file an aocompanying 
tanninal disclaimer with a petition to 
revive under § 1.137. 

Section 1,J6S: Section l.ies(b) is 
amended to remove the requirement for 
B black and white copy of a color 
drawing or photograph. This 
requirement has already been waived. 
See Interim Waiver of Parts of 37 CFR 
1,64 and i,X6$» and Delay in the 
Enforcement of the Change in 37 CFR 
l,B4(e) to No Longer Permit Mounting of 
PhoU^phs, 1246 Off. Goz. Pert. Office 
IGS (May 22, 200l), 

Section 1,173: Section 1.173(b) is 
amended to clarify that paragraphs 
(b)(1), (b)(2) and (b)(3) are directly 
related to, and should be read with, 
paragraph (b). 

Section 1.175: Section 1.175 is 
amended by adding a new paragraph (e), 
which requires a new oath or 
declaration which identifies an error not 
corrected in an earlier leiesue 
application be filed in any continuing 
reissue application that does not replace 
its parent reissue application. 

Section 1.175 was previously 
interpreted to require any continuing 
raissuB application whose parent 
application has not b^en abandoned to 
include an oath or declaration 
identifying at least one error being 
corrected, which error is daffeient fi^m 
ths 9nor(s) being corrected in the parent 
reissue (or an earlier it^issus). Such 
intsiprstation is now clarified by the 
addition of paragraph (e) to § 1.175. 
Ordinarily, a single reissue application 
is fil^d to rsplace a single ori|^nal 
patent and oorrects all of the arrorB 
recognized by the applicant at the time 
of filing of the (single) reissue. If, during 
the prosecution of the reissue 
appUcation, applicant (patentee) 
recognizes additional errors needing 
corrections, such oonectiona could, and 
should, be made in the same 
application. U, however, after the close 
<n prosecution and up until the time 
that the first reissue issues, applicant 
rBoogoizos a further error which needs 
correction and files a continuing reissue 
application, § 1.175(e) now eTqplicitly 
requires applicant to include an oath or 
declaration which identifies an onor 
which was not corrected in the parent 
reissue application or in an earlier 
rdssue application, e,g., a grandparent 
reissue application. 

Section 2.I7d;Section 1.176 is 
f amended to eliminate the requirement | 
( for physical sumnder of the original 
' ) letters patent (i.e., the "ribbon copy" of ^ 
7 the original patent] in a reissue 
C^applicationi and to make surrender of^ 




the original patent automatic upon thi 
grant of the reissue patent. The reissui 
statute provides in part diat: 

WhdAfivdr any patent is, through eiror 
without any dacdptivQ intention, deemed 
wholly Or partly ixwparative or invalid* by • 
reason of a ddfi^iive specification or 
drawing, or by xeaaon of tha patonteo 
claiming more or less than he had a right to 
clstm in thd patent . the Director shall, on the 
Burrender of such patsnt and the payment of 
the Tiequir^d by Uw, reissud ths patent for 
the inventiDii diw^oaed in the otiainal patent, 
and In accordance with a new and amanded 
application, for the miexpired part of the 
textn of the original patent. 

See 35 U.S.C 251, ^ 1 (emphasis 
added). 

While 35 U.S.C 251, ^ 1, requires a 
"surrender** of the original patent, it 
neither requires a physical surrender of 
the actual letters patent, nor a statement 
that the patent owner surrenders the 
patent. Physical surrender by 
submission of the letters patent (i.e.> the 
copy of th^ original patent grant) was 
previously required by rule via § 1.1 78; 
however, such submission was only 
symbolic because the patent right exists 
Independently of physical possession of 
the letters patent. 

It is the right to the original potent 
that must be surrendered upon pant of 
the reissue patent rather titian any 
physical document. Thus, where the 
letters patent is not submitted during 
the prosecution of ths reissue 
application because it Is stated In the 
reissue that the letters patent copy of the 
patent is lost or inaccessible, there is no 
evidence that any stigma is attachad to 
the reissue patont by the public. 
Further, there was no case law troating 
such a raissue patent adversely due to 
the ^lure to submit the letters patent 
In fact, there is no legal reason to retain 
the requirement for physical surrender 
of the lettars patent Conversely, it is 
beneficial to eliminate the requirement 
for physical surrender of the letters 
patent 

It is beneficial to both the Office and 
the public to establish that the surrender 
of the original patent is automatic upon 
the grant of As reissue patent to thereby 
ehi^nate the requirement for a physical 
submission of the lettars patent or the 
filing of a paper ofiaring to physically 
surrender the letters patent (§ 1.178(b)). 

Previously, ths requirement for 
submission of the patent document 
compelled the patent owner (seeking 
reissue) to try to obtain the letters patent 
copy of the patent If the document was 
iost or misplaced, the patent owner had 
[to search for it If it was in the hands 
of a former employee, the patentee had 
to make an afibrt to secure it from that 
employee [who might not be on friendly 



:erm8 with the patentee). If the letters 
patent was obtained, it then had to bs 
physically submitted without losing or 
destroying it If the letters patent could 
not be obtained, the patent owner had 
to make a statement of loss (Form PTO/ 
SB/55) or explain that it could not be 
obtained £rom the party having physical 
possession of it The revision of § 1.178 
eliminates these burdens, a nd th e 
requirement for use of form FTO/SB/55 
or its equivalent. 

The requirement for eubmisfiion of the 
letters patent copv of the patont 
previously provided an unnecessary 
drain on OlSice processing and storage 
resources in dealing with the submitted 
lettars patent document Further, in the 
event the reissue was not grented. tiie 
Office had to return the letters patent to 
the applicant where such was requested. 
The revision does away with th@ burden 
on the Office of processing, storing, and 
retumii\g letters patent. 

The pxGvious requirement for 
submission of the original patent (the 
letters patent), or a statement as to its 
loss, resulted in a '"built in" delay fin the 
prosecution while the Office awaited 
submission of the letters patent or the 
statement of loss, which was often 
submitted only aher an indication of 
allowance of claims. The revision 
reduces reissue application pendency 
because the Office no longer needs to 
delay prosecution while waiting for the 
lstt€irs patent or the statement of loss. 
Thus, ik9 complete olimination of the 
requirement for an affirmative act (of 
surrender] by the patent owner puts 
reissue in step wiu other post patent 
procQ^ings tor changes of patents 
which have no r&quiromc^nt for a 
statement of surrender (e^., 
reescaminatlon certificate, certificBtB of 
correction). 

Amendsd g 1.17B applxos retroactively 
to all pending applications^ For those 
applications with an outstanding 
requirement for the ph3r8ical Surrender 
of the origirwl letters patent applicant 
must timely reply that the requirement 
is moot in view of the implomentation 
of the instant amended nue. Such a 
reply vrlll be considered a complete 
reply to any requirement dirocted 
toward the surrand w of the anginal 
letters patent. It is to be noted that the 
Office will not conduct a search to 
withdraw Office actions where ths only 
outstanding requirement is compliance 
v^th the physical sunender of the 
original letters patent 

Example 1: An Office action issues 
prior to the offectivd date of the 
amendment to § 1.178 with only a 
requirement for a return of the original 
lettars patent to the Office. >^plicant 
Mis to timely reply to the Office action, 
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appUoatioD U made either by physically 
incorporating the changes into the 
speciiication when the applicatioiL is 
filed, or by a smiate amendment 
paper. If amendment is made by 
incorporation, marldngs pursuant to 
paragraph (d) of tills section must be 
med. Iiamendment id made by an 
amendment paper, the paper must 
direct that spedfied changes be made, 
as follows: 

* * * ft * 

□ 38. Section 1.175 is amended by 
adding a new paragraph (e) to read as 
follows: 

§ 1 ,179 Ra8s3sue «paSSii or d^anofiton. 

* * o * * 

(a) The filing of any continuing 
reissue application which do@s not 
replace its parent r@isffU8 application 
must include an oath or d^laration 
which, pursuant to paragraph (a)(i) of 
ttiis section, identifies at least one error 
in the original patent which has not 
been corrected by the parent reissue 
application or an sarlior reissue 
apjplicatiDn. All other requirements 
relating to oaths or dedamtions must 
also be met 

□ 39. Section 1.17g is amended by 
revising paragraph (a>to read as follows: 

1 1.17® Qt^lm\^^i^^&M\mjM^^ifsy^ 



(a) The application for reissue of a 
. patent shall constitute an offer to , 
K surrender that patent, and the surrender^ 
j^JL shell take efikct upon reissue of the 
patent. Until a reissue application is 
r I granted, the origmal patent shall remalny 
II in effect. 

ft ct ft * « 

□ 4a Seceioa 1.179 is removed and 
resorvodi 

□ 41. Section 1.182 is revised to read as 
follow^ 

01.162 Quaotbms otflft ci^^^CQlQ^ 

X All situations not specifically 

provided for in the regulations of this 
part will be decided in accordance with 
the merits of each situation hy or under 
the authority of the Director, subject to 
such other requiroments as may be 
imposed, and such decision wiU be 
communicated to the interested parties 
in writing. Any petition seeing a 
decision under ti^is section must be 
accompsni^d by the petition fee set 
frath in §1.17(3. 

□ 42. Section 1.1 B3 is revised to read as 
2q11ow6! 

51.163 SuspsTtslea of rutee. 

Jn an extraordinary situadon^ vtdien 
Justice requires, any requirement of the 



regulations in this part which is not a 
requirement of the statutes may be 
suspended or waived by the Duector or 
the Director's designee* sua sponte^ or 
on petition of the interested party, 
subject to such othar requirements as 
may be imposed. Any petition under 
this section must be acoompeniad by the 
petidon fee set forth in § 1.17(f). 
□ 413. Section 1.215 is amended by 
revising paragraphs (a) and (c) to read as 
follows: 

g 1^13 ^s^^tmt Qp(p0cs^O7i ^bllpoSion. 

(a) The publication of an application 
under 35 U.S.C. 122(b) shall include a 
patent application publication. The date 
of publication shall be Indicated on the 
patent application publication. The 
patent application publication will be 
based upon the specification and 
drawings deposited on the filing date of 
the application, as well as ^e executed 
oath or declaration subsoitted to 
complete the application. The patent 
application publication may also be 
based upon amendments to the 
specification (other than the abstract or 
the claims) that are reflected in a 
substlcute specification under § 1.12 S(b), 
amendments to the abstract under 
§ 1.221(b], amendments to the claims 
that are reflected in a complete claim 
j listing under g 1.121(c), and 
' amendments to the drawings under 
§ 1.121(d). provided that such substitute 
deification or amendment is 
litted m sufficient time to be 
Entered into the Office file wrapper of 
^e application bs&ire technical 
preparations for publication of the 
application have oegun. Techaioal 
preparations for publication of an 
application genially b^n four months 
prior to the projected dats of 
publication. The patent application 
publication of an erppUcation that has 
entered the national stage imdor 35 
U.S.C 371 may also include 
amendments made during the 
intemationai stage. See paragraph (c) of 
this section for publication of an 
application based upon a copy of the 
application submitted via the Office 
electronic filing system, 
ft «i ft * ft 

(c) At applicant's option, the patent 
application publication will be based 
upon the copy of the application 
(specification, drawings, and oath or 
declaration) as amended, provided that 
applicant supplies such a copy in 
compliance with the Office electronic 
filing system requirements within one 
month of die mailing date of the first 
Office communication that includes a 
confirmation number for die 
application, or fourteen months of the 
earliest filing date for which a benefit is 



sought under tide 35. United States 
Code, whichever is later. 
* ft ft * ft 

□ 44. Section 1.291 is revised to read as 
fbllovra: 

peri:dllns Q^Qco&ionQ. 

(a) A protest may be filed by a 
msmber of the public against a pending 
application, and it will be matc^ied with 
the applicadon file if it adequately 
identifies the patent application A 
protest submitted within the time fiame 
of paragraph (b) of this section, which 
is not matched, or not matched in a 
timely manner to permit review by the 
examiner during prosecution, due to 
inadequate identification, may lUTt h& 
entered and may be returned to the 
protestor where practical, OTi if return is 
not practical, discarded. 

(b) The protest will be entered into 
the record of the application if, in 
addition to complying with pmragraph 
(c) of this seGtion> the protest has been 
served upon the applicant in accordance 
with § 1.24$. or filed widi the Cffice in 
duplicate in the event service is not 
possible; and. except for paragraph 
(bj(l) of this section, the protest was 
filad prior to the date the application 
was published under § 1.211, or a notice 
of allowance under § 1.311 was mailed, 
whichever occurs first. 

(1) If a protest is accompanied by the 
written consent of the applicant, the 
protest wlU be considered if the protest 
is matched with the application in time 
to permit review during prosecution. 

(2) A statement must accompany a 
protest diat it is the first protest 
submitted in the applicadon by the red 
party in interest wiio is submitting the 
protest: or the protest must comply with 
paragraph (c)(5) of this section. Tnls 
section does not apply to tha first 
protest filed in an appUcatiort 

(c) Ifn addition to compliance with 
paragraphs (a) and (b) of this section, a 
protest mmt include: 

(1) A listing of the patents, 
publications, or other InflormBtion relied 
upon; 

(2) A concise explanation of tha - 
relevance of eadi item liatsd pursuant to 
paragraph (c)(1) of this section; 

(3) A copy of each listed patent, 
pubUcation. or od&er item of information 
in written form, or at least the pertinent 
portions thereof; 

(4) An English language translation of 
All the necessary and pertinent parts of 
any non-English language patent, 
publication, or other item of infazmation 
relied upon; and 

(5) If it is a second or subsequent 
protest by the same real party in 
interest, an explanation as to why the 
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